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DETAILED ACTION 

This application is a 371 of PCT/US04/04921 filed 02/18/2004 vyhich claims 
benefit of 60/448,839 filed 02/20/2003. 

The preliminary amendment filed 08/1 9/2005 in which claims 1-119 were 
cancelled is acknowledged. Claims 120-138 are currently pending and are examined 
on the merits herein. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C, 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 129 is rejected under 35 U.S.C. 102(b) as being anticipated by Christ et. 
al. (U.S. Patent No. 6,184,366; PTO-892, Cited by the examiner). 

Christ et. al. discloses the following compound (Column 45, lines 28-55); 
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HO' 



AO< 



NH 




AOCO = 



0 



Christ et. al. define AOCO as CH2CHCH2C(0)0-. However this is considered a 
typographical error since protecting group of hydroxyls resulting from reaction of 
phosgene with allyl alcohols is recognized in the art to have a carbonate ester structure, 
i.e. CH2CHCH20C(0)0-. Christ et. al. discloses the reaction of phosgene with the 
alcohol followed by allyl alchol. (Column 42, lines 45-56). As such, claim 129 is 
deemed anticipated by Christ et. al. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Claim Rejections - 35 USC § 103 
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Claims 120-139 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rossignol et. al. (U.S. Patent No. 6,184,366; PTO-892, Cited by the examiner). 

Rossignol discloses the synthesis of liposaccharides with strong structural 
similarity to compounds of the instant application. The compounds of the instant 
application and compounds of the *366 patent are directed to the treatment of 
endotoxemia. (Abstract). The claimed compounds of the instant application are 
directed to the synthesis of liposaccharides used for the synthesis of lipodisaccharides: 
Rossignol discloses a synthetic route for the synthesis of liposaccharides. (Column 13- 
15). The synthetic strategy includes the use of cyclic acetal protecting groups for 6 and 
4 position hydroxyl groups, allyl protecting group for hydroxyl and phosphate groups, as 
well as carbonate group for hydroxyl group. (Column 13-15). The trichloroacetonitrile 
protecting group, the TBS protecting group are also disclosed. (Column 19-20). 

Compound of claim 125 Similar compound disclosed in the '366 patent 




The only differences between these two compounds is the presence of the allyl 
carbonate protecting group in the '366 patent, which is removed in the final step of the 
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synthesis. (Colum 53-54, Synthetic scheme), and that claim 125 is directed to a 
racemic compound. Compounds of claim 126, 128, 135, 136, 138 and 139 only differ 
from the illustrated compound of the '366 patent in the presence and absence of 
commonly used protecting groups for hydroxyl groups in carbohydrate chemistry. 
Compounds of claims 120-124, and 130-134 of the instant application differs from the 
above illustrated compound of the '366 patent in the presence of the cis-1 1- 
octadecanoyl side chain instead of the dioxotetradecyl side chain. The *366 patent 
further discloses the synthesis of lipodisaccharide with cis-1 1-octadecenoyl chloride. 
(Column 49-50). 

Compounds of claim 137: Compound of the '366 patent (Column 39): 



The only difference between compound 137 and the above illustrated compound of the 
'366 patent is the presence of a cyclic acetal protecting group for the two hydroxyl 
groups the sugar moiety. Claim 127 is directed to the racemic form of the compound of 
claim 137. The '366 patent further discloses the use of cyclic acetal groups to protect 
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the same hydroxyl groups of the sugar moiety. (For example, synthetic scheme Column 
13-14; Column 37-38). 

The '366 patent does not expressly disclose the particular compounds of the 
instant application. 

It would have been obvious to one of ordinary skill in the art to synthesize 
compounds of instant application because the'366 patent discloses compounds with the 
same core structure as the instant application and discloses the use of the same 
protecting groups in the synthesis of compounds of similar structure. 

One of ordinary skill in the art would have been motivated to synthesize the 
particular compounds of the instant application because the '366 patent discloses 
compounds of similar structure for the treatment of endotoxemia. 

As noted in MPEP 2144, "If such a species or subgenus is structurally similar to 
that claimed, its disclosure may motivate one of ordinary skill in the art to choose the 
claimed species or subgenus from the genus, based on the reasonable expectation that 
structurally similar species usually have similar properties. See, e.g., Dillon, 919 F.2d at 
693, 696. 16 USPQ2d at 1901, 1904. See also Deuel, 51 F.3d at 1558, 34 USPQ2d at 
1214. The utility of such properties will normally provide some motivation to make the 
claimed species or subgenus. Id. Dillon, 919 F.2d at 697, 16 USPQ2d at 1904-05 (and 
cases cited therein). If the claimed invention and the structurally similar prior art species 
share any useful property, that will generally be sufficient to motivate an artisan of 
ordinary skill to make the claimed species. In fact, similar properties may normally be 
presumed when compounds are very close in structure. Dillon, 919 F.2d at 693, 696, 16 
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USPQ2d at 1901, 1904. See also In re Grabiak, 769 F.2d 729, 731, 226 USPQ 870. 
871 (Fed. Cir. 1985) ("When chemical compounds have very close' structural similarities 
and similar utilities, v\/ithout more a prima facie case may be made."). Thus, evidence of 
similar properties or evidence of any useful properties disclosed in the prior art that 
would be expected to be shared by the claimed invention weighs in favor of a 
conclusion that the claimed invention would have been obvious. Dillon, 919 F.2d at 697- 
98, 16 USPQ2d at 1905; In re Wilder, 563 F.2d 457, 461, 195 USPQ 426, 430 (CCPA 
1977); In re Linter. 458 F.2d 1013. 1016, 173 USPQ 560. 562 (CCPA 1972). 

Thus, one of ordinary skill in the art would have reasonably expected compounds 
with similar structure, with only difference in protecting groups would have resulted in 
substantially similar or better properties. 

Thus, the claimed invention as a whole is clearly prima facie obvious over the 
combined teachings of the prior art. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Roy P. Issac whose telephone number is 571-272-2674. 
The examiner can normally be reached on 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shaojia Anna Jiang can be reached on 571-272-0627. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct,uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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